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608~M(al Matter NotinOriginalSpeciftcatioi1, amos <or Drawings . ... . 

MaUer not in the original specification, Claims or 
drawings is usually new matter. Depending· on cir
cumstances such. as the adequacy of the original dis
closure, the addition of inherent characteristics such 
as chemical . or physical properties. a Ilew structural 
formula ora new. use may be new matter. See Ex 
parte VanderWaletal.)9S6 C.D. U; 7050.0. 5 
(physical properties), Ex parte Fox, 1960C.D. 28; 761 
0.0. 906 (new formula) and Ex parte Ayers et aI., 
108 USPQ 444 (new use). For rejection of claim in-
volving new matter see §706.03(0). . 

NOTE.-CompJeteness of disclosure, § 608.01(p); 
Trademarks and trade names, § 608.01(v). 

6OS.04(b) New Matter by PreuJmnary Amend-
ment . 

An amendment . is sometimes filed along with the 
filing of the application. Such amendment does not 
enjoy the. status as part of the original .disclosure 
unless it is referred to in the oath or declaration filed 
therewith or later pursuant to 37 CPR 1.53(c) or 
1.62(d). Its. test as to involving new matter is the same 
as though filed on a subsequent date. Ex parte Leish
man, 137. Ms. 336, Pat. No. 1,581.937, and Ex parte 
Adams, Pat. No. 1,789,921. . 

608.04(c) Review of Examiner's Holding of New 
Matter 

Where the new matter is confined to amendments 
to the specification, review of the examiner's require
ment for cancellation is by way of petition. But where 
the aUeged new matter is introduced into or affects 
the claims, thus necessitating their rejection on this 
ground, the question becomes an appealable one. and 
should not be considered on petition even though that 
new matter has been· introduced into the specification 
also. 37 CPR 1.181 and 1.191 afford the explanation 
of this seemingly inconsistent practice as affecting 
new matter in the specification. 

608.05 Deposit of Computer Program Listings 
37 CFR 1.96. Submission 0/ computer program listings. Descrip

dons of the operation and general content of computer program 
listings should appear in the description portion of the specification. 
A computer program listing for the purpose of these rules is de
fined as a printout that lists in appropriate sequence the instl'1J,C
dons, routines. and other contents of a program for a computer. 
The program listing may be either in machine or machine-inde
pendent (object or source) language which will cause a computer 
to perform a desired procedure or task such as solve a problem, 
regulate the flow of work in a computer, or control or monitor 
events. Computer program listings may be submitted in patent ap
plications in the following forms: 

(a) Malerlal which will be printed in the patent. If the computer 
program listing is contained on 10 printout pages or less, it must be 
submitted either as drawings or as part of the specification. 

(I) Drawings. The listing may be submitted in the manner and 
complying with the requirements for drawings as provided in 
§ 1.84. At least one figure numeral is required on each sheet of 
drawing. 

(2) Specification. (0 The listing may be submitted as part of the 
specification in accordance with the provisions of § 1.52, at the end 
of the description but before the claims. 

(ii) The listing may be submitted as part of the specification in 
the form of computer printout sheets (commonly 14 by 11 inches in 

me) for use .s "cllmera reaay copy" when a petrit ilM6sequently 
printed. Such computer printout sheets must be~mUcopies 
from the computer with dark solid black letters- 11()(~ than 0.21 
em high,· on white; unshaded and· unlined paper, the printing on 
each sheet must be limited to an area 9 inchC$high by 13 inches 
wide, and the sheets should be submitted in II protective cover. 
When printed in patents,such computer printout sheeu will appear 
at the end of the description bllt before the claims and will usually 
be reduced about ~. in sile with two printout sheets "heW! printed 
as one patent specification page. Any amendments mUst be made by 
way of submission of a substitute sheet if the copy is to be used for 
amera ready copy. 

(b) As an appendix which will not be printed. If II computer pro
gram listing printout is II or more pages long, applic.mts may 
submit such listing in the form of microfiche. referred to in the 
specification (see § J.77(c)(2». Such microfiche filed y.,;th a patent 
application is to be referred to as a "microfiche appendiL'" The 
~microfiche appendix" will not be part of the printed patent. Refer
ence in the application to the "microfiche appendix" sboold be 
made at the beginning of the specification at the location indkaled 
in § 1.77(c)(2). Any amendments thereto must be made by way of 
revised microfiche. All computer program listings submitted on 
paper will be printed as part of the patent. 

(1) ApaiJability 0/ appendix. Such computer program listings on 
microfiche will be available to the public for inspection" and paper 
or microfiche copies thereof will be separately available for pu
chase, after a patent based on such an application is granted or the 
application is otherwise made publicly available. 

(2) Submission requirements. Computer-generated information sub
mittedas an appendix to.an application for patent shall be in the 
form of microfiche in accordance with the standards set fonh in the 
following American National (ANSI) or National Micrographics 
Association (NMA) Standards (Note: As new editions of these 
sandards are published, the latest shall apply): 

ANSI PH 1.28-1976-Specifications for Photographic Filin for 
Archival Records, Silver-Gelatin Type, on Cellulose Ester 
Base. 

ANSI PH 1.41-1976· Specifications fOf Photographic Film for 
Archival Records, Silver-Gelatin Type, on Polyester Base. 

NMA-MSI (1971) Quality Standards for Computer Output Mi
crofilm. 

ANSI/NMA MS2 (1978) Format and Coding Standards for 
Computer Output Microfilm. 

NMA MS5 (ANSI PH 5.9-1975) Microfiche of Documents. 
ANSI PH 2.19 (1959)-Diffuse Transmission Density. 

except as modified or clarified below: 
(I) Either Computer-Output-Microfilm (COM) output or copies 

of photographed paper copy may be submitted. In the former case, 
~"MA standards MSI and MS2 apply; in the latter case, standard 
MSS applies. 

(>1) Film submitted shan be first generation (camera film) negative 
appearing microfiche (with emulsion on the back side of the fIlm 
'il$,-nen viewed with the images right reading). 

rui) Reduction ratio of microfiche submitted should be 24:'1 or a 
simi1ar ratio where variation from said ratio is required in order to 
fit the documents into the image area of the microfiche format 
Wied. 

(IV) Film submitted shall have a thickness of at least .005 inches 
(0.13 mm) and not more than .009 inches (0.23 mm) for either cellu
lose acetate base or polyester base type. 

(v) Both microfiche formats AI (98 frames, 14 columns lit 7 rows) 
and A3 (63 frames, 9 columns x 7 rows) which are described in 
NMA standard MS2 (A 1 is also described in MS5) are acceptable 
for we in preparation of microfiche submitted. 

(vi) At least the left-most 1/3 (SO mm lit 12 mm) of the header or 
title area of each microfiche submitted shall be clear or positive ap
petring so that the Patent and Trademark Office can apply serial 
number and filing date thereto in an eye-readable form. 1be middle 
portion of the header shall be used by applicant to apply an eye
readable application identification such as the title and/or tbe first 
inventor's name. The attorney's docket number may be included. 
1be final right-hand portion of the microfiche shall C01'Itain !Ie

q~ information for the microfiche. such as 1 of 4, 2 of 4, etc. 
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